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REISSUE APPLICATION DECLARATION BY THE INVENTOR 



PROV1 100-1 



As a below named inventor, I hereby declare that: 

My residence, mailing address and citizenship are stated below next to my name. 

I believe I am the original, first and sole inventor (if only one name is listed below) or an original, first and 

joint inventor (if plural names are listed below) of the subject matter which is described and claimed 

in patent number 6.037.366 granted March 14.2000. and for which a 

reissue patent is sought on the invention entitled COMPOSITION FOR CREATING VA SCULAR 

OCCLUSIONS . ■ 

the specification of which 

H is attached hereto. 

[U was filed on as reissue application number / 

and was amended on • 

(If applicable) 

Ihave reviewed and understand the contents of the above identified specification, including the claims, 
JJamended b Y an Y amendment referred to above. 

^knowledge the duty to disclose information which is material to patentability as defined in 
SlhCFR 1 56 

| Jrily believe the original patent to be wholly or partly inoperative or invalid, for the reasons described 
fifjow. (Check all boxes that apply.) 

B by reason of a defective specification or drawing. 

I s 

jjjf by reason of the patentee claiming more or less than he had the right to claim in the patent. 
§| by reason of other errors. 

frteast one error upon which reissue is based is described below. If the reissue is a broadening 
fesue, such must be stated with an explanation as to the nature of the broadening: 

See attached Reissue Application Declaration by the Inventor of Robert E. Krall (4 pgs,), 
Charles W. Kerber (4 pgs.) and Kimberly Knox (4 pgs.) 
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Burden Hour Statement: This form is estimated to take 0.5 hours to complete. Time will vary depending upon the needs of the individual case. Any 
comments on the amount of time you are required to complete this form should be sent to the Chief Information Officer, U.S. Patent and Trademark 
Office, Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, 
Washington, DC 20231. 



Gray Cary\GT\6229496.1 
105458-4 



PTO/SB/51 (02-01) 

pproved for use through 01/31/2004 OMB 0651-0033 
U S Patent ariWfademark Office, U S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number 



[ ari^ffadem 



Docket Number (Optional) 
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(REISSUE APPLICATION DECLARATION BY THE INVENTOR, page 2) 

All errors corrected in this reissue application arose without any deceptive intention on the part of the 
applicant. As a named inventor, I hereby appoint the following attorney(s) and/or agent(s) to 
prosecute this application and transact all business in the United States Patent and Trademark Office 
connected therewith. 



Name(s) 

Lisa A. Haile, J.D. 



Ph.D. 



Registration Number 

38,347 



"C orrespondence Address: Direct all communications about the application to: 



Customer Number 



28213 



Type Customer Number here 



Place Customer Number Bar 
Code Label here 



Firm or 

Individual Name 



LISA A. HAILE, PH.D. 



GRAY CARY WARE & FREIDENRICH LLP 



Address 
Address 



SUITE 1600 



4365 EXECUTIVE DRIVE, 



SAN DIEGO 



State 



CA 



Zip | 92121-2189 



ggjintry 



UNITED STATES OF AMERICA 



phone 



(858)677-1456 



Fax 



(858) 677-1465 



flpereby declare that all statements made herein of my own knowledge are true and that all statements made on 
fjlfrmation and belief are believed to be true; and further that these statements were made with the knowledge that willful 
ff|e statements and the like so made are punishable by fine and imprisonment, or both, under 18 U.S.C. 1001 , and that 
sfjfh willful false statements may jeopardize the validity of the application, any patent issuing thereon, or any patent to 
^ch this declaration is directed. 



ftifl name of sole or first inventor (given name, family name) 



iMbert E. Krall 
Klsidence 1 

^8 Via Dieguenos, Alpine, California 91901 
l&iling Address <~ 



Dates 



wrr — 



Citizenship 

United States 



Full name of second joftrt inventor (given name,fi£mtlyi name) 
7/ f ~ A 



Cha 



Kerber 




Residence 

4444 Tapa Tapa Drive, La Mesa, California 91941-7160 



Dates 



3nship 

United States 



Mailing Address 



Full name of second third inventor (given name, family name) 

Kimberly Knox sZ\nls\ f ( 

Inventor's signature V / 



T 



Residence 

4444 Tapa Tapa Drive, La Mesa, California 91941-7160 
Mailing Address 



Dates 



itizerrthip 



XL 



Citizenship 

United States 



PI Additional joint inventors are named on separately numbered sheets attached hereto. 
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# * 

PATENT 

ATTORNEY DOCKET NO. : PROV 1 1 00- 1 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Name of Patentees: Kralletal. 

Patent No.: 6,037,366 Date Patent Issued: March 14, 2000 

Title of Invention: COMPOSITION FOR CREATING VASCULAR OCCULSIONS 

BOX REISSUE 

Commissioner for Patents 
Washington, D.C. 20231 

POWER OF ATTORNEY BY ASSIGNEE 

As a below-named assignee of the above-identified application ("Application"): 

I hereby appoint the following attorneys of the assignee to prosecute the 
Application and to transact all business in the United States Patent and Trademark Office 
connected therewith: 



TIM ELLIS Registration No. 41,734 

LISA A. HAILE Registration No. 38,347 

RICHARD J. IMBRA Registration No. 37,643 

SHEILA R. KIRSCHENB AUM Registration No. 44,83 5 

JUNE M. LEARN Registration No. 3 1,238 

TIMOTHY W. LOHSE Registration No. 35,255 

TERRANCE A. MEADOR Registration No. 30,298 

STEVEN R. SPRINKLE Registration No. 40,825 

BARRY N. YOUNG Registration No. 27,744 



# 

PATENT 

ATTORNEY DOCKET NO.: PROV1 100-1 
Name of Patentees: Krall et al. 

Patent No- 6,037,366 Date Patent Issued: March 14, 2000 

Title of Invention: COMPOSITION FOR CREATING VASCULAR OCCULSIONS 
Page 2 




I hereby authorize and request insertion of the application number of the 
Application when officially known. 

Direct all telephone calls to: 

LISA A. HAILE, J.D., PH.D. 

Telephone: (858) 677-1456 

Address all correspondence to: 

LISA A. HAILE, J.D., PH.D. 

GRAY CARY WARE & FREIDENRICH LLP 
4365 Executive Drive, Suite 1600 
San Diego, CA 92121 



PROVASIS THERAPUETICS, INC. 




Title" • Vice President, Research & Development 

Date: 



March 30, 2001 
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PATENT 

ATTORNEY DOCKET NO.: PROV1 100-1 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Name of Patentees: Krall et al. 

Patent No.: 6,037,366 Date Patent Issued: March 14, 2000 

Title of Invention: COMPOSITION FOR CREATING VASCULAR OCCULSIONS 

BOX REISSUE 

Commissioner for Patents 
Washington, D.C. 20231 

REISSUE APPLICATION DECLARATION BY 
THE INVENTOR CHARLES W. KERBER 

I, Charles W. Kerber hereby declare as follows: 

1) My residence is: 4444 Tap aTapa Drive, La Mesa, CA 91941-7160. 

2) I am a citizen of the United States of America 

3) I have been an employee of Prohold Medical Technologies, Inc., now Provasis 
Therapeutics, Inc., since _ October, . 

4) On or about February 15, 2001 , 1 became aware that the claims of issued U.S.Pat. No. 
6,037,366 render that patent partly inoperative because we claimed less in that patent than we 
had the right to claim. 

5) Amended and new claims to U.S.Pat. No. 6,037,366 are set forth in this reissue 
application submission. These claims are supported by the specification and contain matter that 
we were entitled to claim originally. The new claims do not contain any new matter. 

In independent claims 1 and 5, the ethyl myristate claimed as an element of the 
composition should have been more broadly claimed as "a fatty acid ester." The polymer of 2- 

GrayCary\GT\6229480.1 
105458-2 



ATTORNEY^RKETNO.: PROV1 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 





100-1 



Name of Patentees: 
Patent No.: 



Krall et al 
6,037,366 



Date Patent Issued: 



March 14, 2000 



Title of Invention: COMPOSITION FOR CREATING VASCULAR OCCULSIONS 
Kerber Declaration 
Page: 2 

hexylcyanoacrylate should read "stabilized," rather than "sterilized." Part 2 of the composition 
should not contain the language "a weak aqueous bicarbonate solution." 

Ethyl myristate is a type of fatty acid ester. The specification discloses that, "any of the 
large chain fatty acid esters will work to replace ethyl myristate" (col. 2, lines 1-3. See also col. 
3, lines 47-50). The broader class of fatty acid esters should have been claimed in the original 
claims to this invention. 

In the specification, the polymer of part 2 of the composition is shown to be stabilized 
and sterilized simultaneously, (col. 2, lines 24-26.) The resulting polymer is stable. The 
polymer in this stable state was available to be claimed in the claims of the original application, 
but was not. Therefore the language describing the polymer of 2-hexyl cyanoacrylate should 
read "stabilized," rather than "sterilized." 

The composition claimed in U.S.Pat. No, 6,037,366 includes the language "in a weak 
aqueous bicarbonate solution" with respect to part 2. As can be seen in column 2, lines 10-14, 
the weak aqueous bicarbonate solution is used in the preparation of the polymer that is part of the 
claimed composition. However, the weak aqueous bicarbonate solution is not itself an element 
in the claimed composition. Therefore we are requesting removal of the language "in a weak 
aqueous bicarbonate solution" from claims 1 and 5. 

GrayCary\GT\6229480.1 
105458-2 



ATTORNE^I^KETNO.: PROV1 100-1 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Name of Patentees: Krall et al. 

Patent No.: 6,037,366 Date Patent Issued: March 14, 2000 

Title of Invention: COMPOSITION FOR CREATING VASCULAR OCCULSIONS 
Kerber Declaration 
Page: 3 

The language of dependent claim 3 has been amended to reflect the changes in claims 1 
and 2, from which it depends. 

Additionally, in claim 5, part (b), the mixture does not necessarily have to be injected. 
Many methods of delivery are available. The specification of the present invention simply 
discusses "the delivered product," (col. 2, lines 51-62) but not specific methods of delivery. 
Claim 5 has been broadened to recite "administering." 

In claim 5, the language "with the gold metal powder suspended in the mixture" has been 
deleted. While this is a characteristic disclosed in the specification, it is not necessary to the 
invention. Therefore that language has been removed from part (b) of claim 5. 

New claims 6 to 16 have been added. These claims provide further protection for the 
invention, but do not add any new matter. Independent claims 6 and 1 1 are directed to the 
previously unclaimed broad inventive concept of the invention, as set forth in the specification. 
Support for claim 6 can be found in the specification at, for example, col. 1, lines 59-61, col. 1, 
lines 66 to col. 2, line 4, col. 2, lines 24-26, and col. 3, lines 42-45. Support for claim 1 1 can be 
found in the specification at, for example, col. 1, lines 51-52, col. 1, line 59 to col. 2, line 3, and 
col. 2, lines 34-38. Dependent claims 7 to 10 and 12 to 16 are directed to additionally disclosed, 
but previously unclaimed, features of the broad inventive concept. These claims are supported 
by the specification. Support for claim 7 and 12 can be found in the specification at, for ex., col. 
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ATTORNEY^P^CETNO.: PROV1 100-1 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Name of Patentees: Krall et al. 

Patent No.: 6,037,366 Date Patent Issued: March 14, 2000 

Title of Invention: COMPOSITION FOR CREATING VASCULAR OCCULSIONS 
Kerber Declaration 
Page: 4 

1, lines 64-65 and col. 3, lines 19-24. Support for claim 8 and 13 can be found in the 
specification at, for ex., col. 3, lines 42-45. Support for claims 9 and 15 can be found in the 
specification at, for example, col. 2, lines 34-36. Support for 10 and 14 can be found in the 
specification at, for example, col. 2, lines 1-3. Support for claim 16 can be found in the 
specification at, for example, col. 1, lines 50-51. 

During the prosecution of the Application, the full scope of the invention as it relates to 
the elements of the claimed composition was not appreciated by me or my Attorneys. The 
claims as submitted in this reissue application more broadly and more fully claim the disclosed 
invention. 

f 1 f /r , 





CHARLES W. KERBER 





Date 
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PATENT 

ATTORNEY DOCKET NO.: PROV1 100-1 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Name of Patentees: Kralletal. 

Patent No.: 6,037,366 Date Patent Issued: March 14, 2000 

Title of Invention: COMPOSITION FOR CREATING VASCULAR OCCULSIONS 

BOX REISSUE 

Commissioner for Patents 
Washington, D.C. 20231 

REISSUE APPLICATION DECLARATION BY 
THE INVENTOR KIMBERLY KNOX 

I, Kimberly Knox hereby declare as follows: 

CI !) M y residence is: 4444 T apa T-ap-a Drive, La Mesa, CA 91941-7160. 

I 

W 2) I am a citizen of the United States of America 



3) I have been an employee of Prohold Medical Technologies, Inc., now Provasis 
Therapeutics, Inc., since . 



4) On or about February 15, 2001, 1 became aware that the claims of issued U.S.Pat. No. 
6,037,366 render that patent partly inoperative because we claimed less in that patent than we 
had the right to claim. 



5) Amended and new claims to U.S.Pat. No. 6,037,366 are set forth in this reissue 
application submission. These claims are supported by the specification and contain matter that 
we were entitled to claim originally. The new claims do not contain any new matter. 



In independent claims 1 and 5, the ethyl myristate claimed as an element of the 
composition should have been more broadly claimed as "a fatty acid ester " The polymer of 2- 
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ATTORNE 




TNO.: PROV1 100-1 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Name of Patentees: 
Patent No.: 



Krall et al 
6,037,366 



Date Patent Issued: 



March 14, 2000 



Title of Invention: COMPOSITION FOR CREATING VASCULAR OCCULSIONS 
Knox Declaration 



hexylcyanoacrylate should read "stabilized," rather than "sterilized." Part 2 of the composition 
should not contain the language "a weak aqueous bicarbonate solution." 

Ethyl myristate is a type of fatty acid ester. The specification discloses that, "any of the 
large chain fatty acid esters will work to replace ethyl myristate" (col. 2, lines 1-3. See also col 
3, lines 47-50). The broader class of fatty acid esters should have been claimed in the original 
claims to this invention. 

In the specification, the polymer of part 2 of the composition is shown to be stabilized 
and sterilized simultaneously, (col. 2, lines 24-26.) The resulting polymer is stable. The 
polymer in this stable state was available to be claimed in the claims of the original application, 
but was not. Therefore the language describing the polymer of 2-hexyl cyanoacrylate should 
read "stabilized," rather than "sterilized." 

The composition claimed in U.S.Pat. No. 6,037,366 includes the language "in a weak 
aqueous bicarbonate solution" with respect to part 2. As can be seen in column 2, lines 10-14, 
the weak aqueous bicarbonate solution is used in the preparation of the polymer that is part of the 
claimed composition. However, the weak aqueous bicarbonate solution is not itself an element 
in the claimed composition. Therefore we are requesting removal of the language "in a weak 
aqueous bicarbonate solution" from claims 1 and 5. 



Page: 2 
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ATTORNFtf^BCETNO.: PROV1 100-1 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Name of Patentees: Krall et al 

Patent No.: 6,037,366 Date Patent Issued: March 14, 2000 

Title of Invention: COMPOSITION FOR CREATING VASCULAR OCCULSIONS 
Knox Declaration 
Page: 3 

The language of dependent claim 3 has been amended to reflect the changes in claims 1 
and 2, from which it depends. 

Additionally, in claim 5, part (b), the mixture does not necessarily have to be injected. 
Many methods of delivery are available. The specification of the present invention simply 
discusses "the delivered product," (col 2, lines 51-62) but not specific methods of delivery. 
Claim 5 has been broadened to recite "administering." 

In claim 5, the language "with the gold metal powder suspended in the mixture" has been 
deleted. While this is a characteristic disclosed in the specification, it is not necessary to the 
invention. Therefore that language has been removed from part (b) of claim 5. 

New claims 6 to 16 have been added. These claims provide further protection for the 
invention, but do not add any new matter. Independent claims 6 and 1 1 are directed to the 
previously unclaimed broad inventive concept of the invention, as set forth in the specification. 
Support for claim 6 can be found in the specification at, for example, col. 1, lines 59-61, col. 1, 
lines 66 to col. 2, line 4, col. 2, lines 24-26, and col. 3, lines 42-45. Support for claim 1 1 can be 
found in the specification at, for example, col. 1, lines 51-52, col. 1, line 59 to col. 2, line 3, and 
col. 2, lines 34-38. Dependent claims 7 to 10 and 12 to 16 are directed to additionally disclosed, 
but previously unclaimed, features of the broad inventive concept. These claims are supported 
by the specification. Support for claim 7 and 12 can be found in the specification at, for ex., col. 
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£p ATTORNE^^KETNO.: PROV1 100-1 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Name of Patentees: Krall et al. 

Patent No.: 6,037,366 Date Patent Issued: March 14, 2000 

Title of Invention: COMPOSITION FOR CREATING VASCULAR OCCULSIONS 
Knox Declaration 
Page: 4 

1, lines 64-65 and col. 3, lines 19-24. Support for claim 8 and 13 can be found in the 
specification at, for ex., col. 3, lines 42-45. Support for claims 9 and 15 can be found in the 
specification at, for example, col. 2, lines 34-36. Support for 10 and 14 can be found in the 
specification at, for example, col. 2, lines 1-3. Support for claim 16 can be found in the 
specification at, for example, col. 1, lines 50-51. 

During the prosecution of the Application, the full scope of the invention as it relates to 
the elements of the claimed composition was not appreciated by me or my Attorneys. The 
claims as submitted in this reissue application more broadly and more fully claim the disclosed 
invention. 



KIM^I 




SERLf KNOX 



Date 
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